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Assignment of Intellectual Property
About this document
· This is a basic intellectual property assignment intended to be used to ensure that the recipient owns all the intellectual property rights in a particular work that has already been created by the assignor.  For example, it could be used to confirm the assignment:
· by a software developer to a client of all intellectual property rights in a particular software program developed for that client; or
· by an entrepreneur to their start-up company of all intellectual property rights in a particular product developed by the entrepreneur before the company was incorporated.
· You may wish to use this document because for many forms of intellectual property (including copyright, design rights, patents and trade marks) an assignment is not effective unless it is in writing signed by or on behalf of the assignor.  
· This document is intended to be easy to read and use.  It is intended to be reasonably balanced, and does not unduly favour the assignor or the recipient.  This should minimise the need for negotiation over its terms.
· The document contains a waiver of the assignor’s moral rights where the copyright in any copyright-protected work is being assigned to the recipient.  This means that the recipient will be free to use the copyright-protected work without having to name the assignor as the author/creator of the work, and the assignor will not have any right (in law) to object to any alterations made by the recipient to the copyright-protected work.
· The document should be executed as a “deed” because it assumes the recipient is not making any payment for the assignment of intellectual property rights.  There are a number of ways in which companies can execute deeds, but this document assumes that each party will sign the document in front of an independent witness.
Using this document
· To use this document, you will need to insert the name and address of each party where indicated at the top of page 1.
· You will also need to insert a description of the work, material, program or product in respect of which the intellectual property rights are being assigned to the recipient – this information should be inserted where indicated in the definition of “Assigned Rights” (in clause 1).  For example, if the author Dan Brown was to use this document, the definition might state: 
“Assigned Rights” means all Intellectual Property Rights in the novel The Da Vinci Code.
Be as specific as possible here to avoid any arguments later about what was included. 
· The document should be signed and dated on behalf of each party in front of a witness where indicated at the end of the document.  Each party’s witness should also sign the document and insert the information required on page 2.  It will only come into effect when it has been signed by both parties (in front of their respective witnesses).
What this document does not include

This document includes only the core provisions needed to ensure that ownership of the relevant intellectual property rights has been appropriately transferred to the recipient, for example to give investors comfort.  It may need to be amended to reflect the circumstances of a particular assignment.  Here are some of the additional clauses most commonly included in intellectual property assignments to address particular issues:

	(1)  Payment
If the recipient will pay the assignor for the assignment of intellectual property rights (and has not done so before the document is signed), then you may want to document that payment.

	(2)  Warranties
A warranty is a contractual guarantee.  For example, you may want the assignor to warrant that the assigned rights do not infringe any third party’s rights.

	(3)  Indemnities
An indemnity is a promise to be fully responsible for another party’s loss.  A claim under an indemnity clause will usually be classified as a claim for a debt, rather than a claim for damages for breach of contract, and so the rules applied by the courts to restrict the amount of damages that should be paid for a breach of contract will not apply to the claim under an indemnity clause.  For example, you may want the assignor to indemnify the recipient against any loss it suffers if a third party brings a claim against the recipient alleging that the assigned rights infringe the third party’s pre-existing rights.
(4)  Future assignment
You want the recipient to own certain intellectual property rights in work, materials, programs or products created by the assignor after the date of signature.  If so, you can cover (in this document) the future assignment of intellectual property rights that do not exist at the date of signature.




Please do contact us if you would like your intellectual property assignment to cover some or all of the points above (or any other specific issues).

You may use the content of this document for any purpose other than providing professional legal services provided that you accept that Mills & Reeve LLP excludes any and all liability whatsoever and howsoever arising resulting from any use of the content of this document to the fullest extent permissible by law.
ASSIGNMENT OF INTELLECTUAL PROPERTY
THIS DEED is between:
(1)
[Insert full name of individual or company] of [insert address] (the “Assignor”); and

(2)
[Insert full name of individual or company] of [insert address] (the “Recipient”). 

IT IS AGREED as follows:
1
For the purposes of this Deed:

“Assigned Rights” means all Intellectual Property Rights in and to [insert details of the relevant work].

“Intellectual Property Rights” means copyright and related rights, design rights, database rights, trade names or get-ups, unregistered trade marks, registered trade marks, domain names, rights in designs, any patents, any other rights in inventions, discoveries and improvements, rights to use and protect the confidentiality of confidential information and any other industrial or intellectual property right subsisting in any country in the world (including, without limitation, applications for registration and the right to apply for any of the same in any country in the world) in each case for the full period thereof and all extensions and renewals thereof.

2
The Assignor hereby assigns to the Recipient absolutely and with full title guarantee all right, title and interest in and to the Assigned Rights, including, without limitation, the right to take proceedings and recover damages in respect of past infringements and in respect of any aggravated or exemplary damages.

3
To the extent that the Assigned Rights include copyright, the Assignor hereby irrevocably and unconditionally waives, to the fullest extent permitted by law, all moral rights in the relevant copyright-protected work for the purposes of the Copyright, Designs and Patents Act 1988 (as amended) and any similar or equivalent rights subsisting anywhere in the world.

4
The Assignor shall provide all such information and other assistance as may reasonably be required for the purpose of making any application for protection of the Assigned Rights and for prosecuting, maintaining and enforcing the same (provided that the Recipient shall promptly reimburse the Assignor for all expenses which the Assignor reasonably incurs in carrying out these obligations).

5
The failure or delay of a party to exercise or enforce any right under this Deed shall not operate as a waiver of that right or preclude the exercise or enforcement of it at any time or times thereafter.

6
This Deed constitutes the entire understanding between the parties with respect to its subject matter and supersedes and replaces all prior agreements, negotiations and discussions between them relating to it.  However, nothing in this Deed purports to exclude liability for any fraudulent statement or act.

7
No person who is not a party to this Deed shall have any right under the Contracts (Rights of Third Parties) Act 1999 to enforce any term of it.

8
This Deed shall be interpreted and enforced in accordance with the laws of England and Wales and the parties hereby submit to the exclusive jurisdiction of the courts of England and Wales to settle any disputes which may arise out of or in connection with this Deed.

This document is executed as a deed and delivered on the later date stated below.
	Executed as a deed by:
	.............................................................................................................

	NAME (IN BLOCK CAPITALS):
	.............................................................................................................

	Job title:
	.............................................................................................................

	For and on behalf of:
	.............................................................................................................

	Date:
	.............................................................................................................

	In the presence of
	

	Witness signature:
	.............................................................................................................

	WITNESS NAME (IN BLOCK CAPITALS):
	.............................................................................................................

	Witness Address:
	.............................................................................................................

	
	.............................................................................................................

	Witness Occupation:
	.............................................................................................................


	Executed as a deed by:
	.............................................................................................................

	NAME (IN BLOCK CAPITALS):
	.............................................................................................................

	Job title:
	.............................................................................................................

	For and on behalf of:
	.............................................................................................................

	Date:
	.............................................................................................................

	In the presence of
	

	Witness signature:
	.............................................................................................................

	WITNESS NAME (IN BLOCK CAPITALS):
	.............................................................................................................

	Witness Address:
	.............................................................................................................

	
	.............................................................................................................

	Witness Occupation:
	.............................................................................................................
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